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Marking FD4

The FD4 syllabus contains Learning Outcomes which specify what candidates must know, understand and be able to .®3se Learning Outcomes reflect
the generic Learning Outcomes for the Final Diploma set out in the Programme Specification. The examination specifi tests candidates’ ability to meet

these Learning Outcomes. *\'

1 The Indicative Content for each task does not form the Mark Scheme. It is content that candidates m ude in their answers, but is not
exhaustive. Other responses that meet the task requirements may be acceptable. The Indicative Content i igned to help examiners to apply the Levels
of Response criteria. O

2 The four tasks should be marked separately and a mark awarded for each task, then the marks totalled.

3 The Levels of Response grids are used to determine the mark to be awarded for e@. Read the candidate’s response for the task, referring to
the appropriate Levels of Response grid.

4 The level should be first determined by starting at the highest level and worki own until the level that best matches the answer is reached._-Then
the mark within that level should be determined. \

5 The row of criteria shown in bold must be met for that level to be a\(&.

6 The highest marks within a level can only be awarded if all critshigsold and otherwise) for that level are met. An answer should be awarded a lower
mark in the level if most criteria (including the bold criteria) are met.‘\é

7 Once the level has been determined, a best-fit appro hould be applied. Responses may contain both strengths and weaknesses and may be
inconsistent in terms of the level achieved for different ass nt criteria.
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A
Learning Outcomes I . AN
The successful Assessment Criteria Task 15\\) ask 2 Task3 | Task4
. - The successful candidate can:
candidate will: Q)
1. apply knowledge a. Apply the law and practice governing patentable inventions to a case . &s" v v v
and understanding : : inciol NJ,
of patent law and b. ConstrLfe a paten.t claim using relevant principles \G’,
practice c. Determine the prior art A~ 4
d. Apply the law and practice governing infringement to a case ‘\) v
2. critically analyse a. Determine the acts relevant to infringement (\v v
and evaluate ; ; ; o ; : oo
; . b. Apply the claim construction to the acts identified, using the prmﬂ??e rom v
information from a Actavis v Eli Lilly [2017] UKSC 48 AN
range of sources - - - — - =,
c. Apply the claim construction to the identified prior art and §n other grounds v v
of invalidity applying Pozzoli SpA v BDMO SA [2007] E Civ 588 where
relevant )
d. Reach a conclusion as to the likelihood that thepiﬁgnﬁs valid v v v
e. Reach a conclusion regarding whether there@o‘?ﬁ'ngement v
f. Assess possible amendments and amen@?strategies to improve v v v
prospects of enforcement .
g. Assess the implications of amend@ patent v v
3. independently a. Provide an opinion on infringer@und validity v v v v
_syntheS|_se b. Identify and evaluate the av e procedures for challenging the validity of v
information and the patent
ideas to create a - 0.2 - -
response to a c. ldentify any other pazp@‘e‘rated legal issues pertinent to the facts presented v v v v
problem d. Summarise concl‘@ from the analysis v v v v
Evaluate whe ere are ‘design around’ possibilities to avoid the v v v
protection gf.fA by a patent under consideration
4. proficiently a. Base%:‘gn’clusions drawn, summarise the options for a lay client v v v v
communicate the et ; ient’ iti v v v v
results of the b. Re%ﬂ nd and justify action(s) to strengthen the client’s legal position
analysis @




Task 1 — Construction

QS

Level 4 (20-25 marks)

Level 3 (13-19 marks)

o
Level 2 (6-12 marks)

‘Level 1 (1-5 marks)

Response is wide ranging and

has a well-sustained focus on the

scenario

Response has a mainly
consistent focus on the
scenario

.\O
Response is basic a d@fy

focused on the tas

Limited response shows
minimal focus on the scenario

Key areas of law and practice are

applied accurately

Relevant areas of law and
practice are identified and
applied broadly

o~
Some relev. ‘Qas of law
and practi e identified
but not s applied

Some relevant law and
practice is identified but
application is limited and/or
not relevant to the scenario

Scope of answer

Response attempts to construe all

claims using relevant principles

Response attempts to construe
all claims using relevant )

(

consigtehtly
‘H@se attempts to
dhstrue independent claims

Response attempts to
construe independent claims

analysis \O

analysis

principles. nd some dependent claims | using relevant principles.
D.Q using relevant principles.
Clarity of The construction of all points can | The construction of mo ‘ﬁ'ﬁts The construction of some The construction of some
construction be clearly understood and readily | can be clearly under&Qo nd | points can be understood points can be understood and
(What is the applied to the infringement and readily applied to t and applied to the applied to the infringement
construction?) prior art analysis infringement an rart infringement and prior art and prior art analysis

Reasoning of
construction
(Why is this
construction
justified?)

Clear reasoning is provided for all

points of construction, with
relevant references in the patent
being identified and discussed

Reason'ﬁ@\provided for
almos oints of

co @c lon, with relevant

y ces in the patent being

tified and discussed

Reasoning is provided for
some points of construction.
Some relevant references in
the patent are identified.

Reasoning is provided for
some points of construction

Key points of
construction

well-reasoned construction
key points (“elevated

Candidate provides a clear 2@2"

temperature”, “nitrogen3ontaining
gas”, “no more than 9Q0y)Celsius”,
“the balance being othermic

gas’, “about 8 Isius”)
Nl

Candidate provides a
construction of all key points
(“elevated temperature”,
“nitrogen-containing gas”, “no
more than 900 Celsius”, “the
balance being endothermic

gas”, “about 850 Celsius”)

Candidate attempts a
construction of most key
points (“elevated
temperature”, “nitrogen-
containing gas”, “no more
than 900 Celsius”, “the

balance being endothermic

Candidate attempts a
construction of some key
points (“elevated
temperature”, “nitrogen-
containing gas”, “no more
than 900 Celsius”, “the

balance being endothermic

gas”, “about 850 Celsius”)

gas”, “about 850 Celsius”)

@’c’}




Candidate does not adopt a
construction of any point that is
contradictory to the disclosure
of the patent

Candidate adopts no, or very
few, interpretations that are
contradictory to the
disclosure of the patent

Most points of
construction are
consistent with the

4
.\O
disclosure of the pat%

ﬁg)me points of
Nconstruction are consistent
with the disclosure of the
patent

Sufficiency All potential sufficiency issues are | Some sufficiency issues are \\'U
identified and their effect on scope | identified \)
of claims is discussed ,\‘6
Amendment Possible amendments and Response includes some O\

amendment strategies to address
sufficiency issues, or reasoned
explanation of why no good
amendment is possible are
discussed

discussion of amendments to
address sufficiency issues

O
O

N

Further issues

Any further information needed
from client to confirm construction
is identified

S
Further information neede<b\\
from client to confirm

construction is identif@dQ

Quality of
communication

Communication is proficient

Communication is @rally
proficient

Some parts of response
demonstrate proficient
communication

Little evidence of proficient
communication




Task 1 Construction
Indicative Content

N

1. A method of heat treating a steel component,
comprising:

(Doc D) Heat treatment = cooling (p. 6) surface properties are ied (p. 4 1. 1-5)
Steel component e.g. a component made from an alloy @ith carbon content of 0.002 — 2.1%
(p. 5 third para); high and low carbon contents included

Comprises = open wording so can contain other con—@ﬂ}nts

heating the steel component in a treatment
atmosphere to an elevated temperature for a period
of time sufficient to form a modified layer on the
surface of the steel component;

Elevated temperature and period defined only b @c’t’(“suﬁicient to...”
period of time for modification (carbonitriding@xe place

“an elevated temperature” — carbonitriding tetaperature (because of definition of treatment
atmosphere later in claim has both gas

g. 815-900° C (p. 4 last lines) (“elevated temperature”
should not be limited to this specifig )

elevated is a relative term
Modified layer = physical or c@al properties different compared to properties of inner (i.e.
ocument D)

unmodified) part of compo
Qrocess but claim not limited to this (p. 4 para 4)

), no limit; a sufficient

wherein the treatment atmosphere comprises:

a carbon-containing gas suitable for creating a
carbon-enriched layer on the surface of the steel
component; and

Carbon- contalpl tdeflned description only mentions carbon-rich.

Description describes 2\
Carbon-rich carbon-rich environment can be a gas that dissociates to provide carbon

atoms” p. KN,24

e.g. En rmic gas p. 4 para 5
carpQhenriched layer = carburized layer p. 4 para 4; p. 5 para 2

a nitrogen-containing gas suitable for creating a
nitrogen enriched layer on the surface of the steel 6

é;Men-containing not defined, description mentions nitrogen-rich p. 4 I. 7-9,
rogen-rich = “The nitrogen- rich gas is a gas that dissociates to provide nitrogen atoms at the
surface of the component” p. 4 |. 21-22 (therefore nitrogen (N2) not included)

Ammonia p. 4 1. 21-22
Modified layer: nitrogen-rich case depth p. 5 second para

component.
r‘.ﬁ\
2. Amethod as claimed in claim 1, wher

elevated temperature is no more th aggo Celsms

No specific lower limit but still need to be sufficient for carbonitriding and consist with claim 1
Provides upper temperature limit of carbonitriding treatment
900 °C is part of the claimed range

e




3. Amethod as claimed in claim 1 or 2, wherein the
carbon-containing gas is endothermic gas, and the
nitrogen-containing gas is ammonia.

is” = closed wording so carbon-containing and nitrogen-containing gases must be as defined;
“and” = both carbon-containing and nitrogen-containing” must be g%ined

Endothermic gas = produced by incomplete combustion of hy F ons in air, such as natural gas
(methane) or propane P11 1. 30 - p. 121. 5
Note: the atmosphere may still contain components othe the carbon-containing gas and

nitrogen-containing gas .

4. A method as claimed in claim 3, wherein the
treatment atmosphere contains up to 11% by volume
ammonia, the balance being endothermic gas.

Up to = no specific lower limit but must be presentc'po and sufficient to achieve modification

p. 4 para 6 up to 1% O
O

p. 5 final lines 10-11%
at least 89% endothermic gas, depends Qmmonia content

“the balance” - no longer open wordi ot contain components other than the carbon-
containing gas and nitrogen-contai&s (all of the remaining gas is endothermic gas)

5. Amethod as claimed in any preceding claim
comprising:

>

Na\

heating the steel component in the carbon-
containing gas at a temperature of 900 — 955
Celsius for a first period;

aNes give “about 2 hours” p. 6, I. 30
ra, but not limited to this example, sufficient to produce a carburised

15t period not defined,
+ 50% p. 6 penultima
layer p. 6, II. 28-3;]\

introducing the nitrogen-containing gas; and

Suggests after- eriod p. 5, second para
Introductio trogen-containing gas provides the treatment atmosphere of claim 1

heating the steel component in the treatment
atmosphere including the nitrogen-containing gas at
a temperature of about 850 Celsius for a second
period.

2nd pe@ﬁ\ot defined, examples give “up to 3 hours” p. 6, . 1-2
+50%\p="6 penultimate para, but not limited to this example

“a 850” — some leeway , context of final para on page 4 suggests that this is at most 815-900
@

(C\p 6, . 1-2 to produce a layer of adsorbed carbon and nitrogen

Sufficiency N

o\
e
N\

@’Z}

Client’s letter suggests problems with sufficiency of patent p. 3 I. 13-17

Limits on temperature range for 2nd stage appear critical to creating the modified layer. Operating
outside range leads to unpredictability. Patent suggests higher temperatures can be used (p.4, final
lines).

Need to ensure component temperature in 2nd stage would appear to need reasonable
experimentation as the thermal mass will depend on the component being treated. Discussion of
point

N d




Does operating outside temperature limits for 2nd stage mean complete failure or just inferior
results? é
Explain patent does not cover any use of endothermic gas anq’e@onia




Task 2 — Infringement

Level 4 (20-25 marks)

Level 3 (13-19 marks)

Level 2 (6-12 marks)

Level 1 (1-5 marks)

Response is wide ranging and
has a well-sustained focus on the
scenario

Response has a mainly
consistent focus on the
scenario

’\O
Response is basic a d@fy

focused on the tas

A%

Limited response shows
minimal focus on the
scenario

Key areas of law and practice are
applied accurately

Relevant areas of law and
practice are identified and
applied broadly

Some rel \areas of law
and pra@ are identified but
not glyays applied

.S ntly

Some relevant law and
practice is identified but
application is limited and/or
not relevant to the scenario

Identifying
infringements

All potentially infringing acts and
actors are correctly identified:

e use and offer of GP process
by Ferrocase Ltd

¢ DOIK of products obtained
directly from GP process by
Ferrocase Ltd

e use and keeping of products
obtained directly from GP
process by customer(s)

q
)

Q

Most potentially infringing acts
and actors are correctly
identified.

O
\
NS

? e potentially infringing
cts and actors are identified.

.

)
Scope of answer | Candidate provides reasoned C @te provides reasoned Candidate provides reasoned | Candidate provides
assessment of infringement for all sment of infringement for | assessment of infringement reasoned assessment of
claims. st claims. for most claims. infringement for some

claims.

Reasoning

Candidate clearly identifies
features of infringements
features of claims, wit
to construction.

Full reasoning is pr@ded where
the presence ence of a
feature is n?ésmediately

apparent“ erence alone.

Candidate identifies which
features of infringements match
features of claims, with
reference to construction.
Some reasoning is provided
where the presence or absence
of a feature is not immediately

Most features of infringement
are matched accurately to
features of claims, with
reference to construction.

apparent by reference alone.

A




Candidate does not come to
any conclusions on
infringement that are
contradictory to adopted
construction

Candidate does not come to
any conclusions on
infringement that are
fundamentally contradictory
to adopted construction

Most points are consistent
with construction

%)me points are consistent
Nwith construction

Non-infringing
acts/Defences

Defences and non-infringing acts
are identified and discussed.
Response identifies that
Ferrocase’s furnace could be
used in a non-infringing manner

Some defences and non-
infringing acts are identified

Interim relief

Candidate discusses possibility
and likelihood of interim relief
being granted

Candidate identifies possibility
of interim relief being granted  §

p)

Enforcement Different forums for enforcement At least one appropriate o Discussion of issues relevant | Options for enforcement
are considered and the most for enforcement is consj to enforcement is limited unclear
appropriate is selected

Amendment The impact of amendments is fully

considered

10




Infringement
Indicative Content

Standard Gastride process not relevant for infringement:

no carbon-containing gas (does not need full analysis of infringement as long as this point is noted)

pre-dates patent, in use for over 10 years p.10, I. 10

Doc B Gastride Plus

1. A method of heat treating a steel component, comprising: Present ‘ﬂ
“steel nitriding” p.9 .2-4 ,\Q
heating the steel component in a treatment atmosphere to an | Present g

elevated temperature for a period of time sufficient to form a
modified layer on the surface of the steel component;

“gas feed’ p. 9, Il. 17-20, “duratigr” p-9, |. 18
Enrichment of surface, comp@yer, diffusion zone, p. 9, Il. 19-20

Elevated temperature 56 0°Cp.p.9, 1. 21

wherein the treatment atmosphere comprises:

a carbon-containing gas suitable for creating a carbon-
enriched layer on the surface of the steel component; and

-
Present
Endothermic gasy.wge 4-7,17-22

a nitrogen-containing gas suitable for creating a nitrogen | Present \l\(
enriched layer on the surface of the steel component. Ammonia pA.B?) -7,17-22
Infringe‘lov

2. A method as claimed in claim 1, wherein the elevated
temperature is no more than 900 Celsius.

Sensfa&ahswer depending on construction
e sent - Max temp mentioned is 720 °C so less than 900 Celsius p. 9, I. 21
&lot present if construction includes 815 C lower limit

fringed or Not Infringed (depending on construction of “elevated”)

3. A method as claimed in claim 1 or 2, wherein the carl
containing gas is endothermic gas, and the nltrogen o]
gas is ammonia.

W Present
Endothermic gas p. 9, Il. 25-28
Ammonia p. 9, Il. 25-28

V_N

Infringed/not infringed (depending on conclusion for claim 2 dependency)

treatment

4. A method as claimed in claim 3, wher
%mmonia, the

atmosphere contains up to 11% by vol
balance being endothermic gas.

Not present
p. 9, Il 25-28, ammonia = 50%

J

Not infringed

L
5. A method as claimed in any pre@&ng claim comprising:

heating the steel component i t@‘arbon-containing gasata
temperature of 900 — 955 (@c for a first period;

Not present
No separate endothermic gas, no carburising step/layer
No heating at 900 — 955 Celsius

11




introducing the nitrogen-containing gas into the treatment

atmosphere; and

heating the steel component in the treatment atmosphere
including the nitrogen-containing gas at a temperature of

about 850 Celsius for a second period.

Not present 5’\\'\)
Temperature 560-720, p. 9, Il. 20-22 @
No “second period”, not a 2 step process \\

Not infringed ‘\}\

Conclusions (may be found in advice section, give marks

Conclusions including consistency and d Sﬁencies, and

here) discussion of non-infringing use of fur

p. 9, Il. 30-32 suggests potential to figured in infringing way. Article is from 2022 and
says that GP being used in long ferfaContract. This seems to be evidence of at least C1
being infringed. Point remains v@or non-infringed claims.
Is Actavis needed for non-j claims? Explain why e.g. does the patent suggest that
strict compliance with the&e meaning of the relevant claim is an essential requirement of
the invention?

Advice

R4

Respond to questlor@}l client to explain outline of options for enforcing patent: IPEC, HC,
enforce against F ase for method. How about other parties dealing in treated products?
Discuss possibi interim relief (unlikely, why?) Credit may be given for other matters
pertinent to ermg the client’s questions

Explain ;; ehl does not cover any use of endothermic gas and ammonia, not infringed +

proble ith validity
Ex@ urnace can be used in a non-infringing manner so operator will not inevitably

in
5§ Ferrocase on notice in case furnace can be configured to perform the claimed method
ut do not to threaten (how?)

Possible defence to infringement

PR

N

Ferrocase began developing Gastride Plus in “early” 2019.
Need to find out if this is before filing date.

Even if not public, may have prior use defence under S. 64

S
)

%
Q&

@’Z}
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Section 3 — Novelty

QS

Level 4 (20-25 marks)

Level 3 (13-19 marks)

Level 2 (6-12 marks)

‘Level 1 (1-5 marks)

Response is wide ranging and
has a well-sustained focus on the
scenario

Response has a mainly
consistent focus on the
scenario

focused on the tas

o
.\O
Response is basic a d@fy

Limited response shows
minimal focus on the scenario

Key areas of law and practice are
applied accurately

Relevant areas of law and
practice are identified and
applied broadly

o~
Some relev. ‘Qas of law
and practi e identified
but not s applied

Some relevant law and
practice is identified but
application is limited and/or
not relevant to the scenario

Identifying prior
art

Date(s) for assessment of novelty
are correctly noted and used;
priority issues are discussed

All prior art relevant to novelty is
correctly identified.

Any further information needed
from client is identified (i.e.
nature/timing of Gastride Plus
development)

Date(s) for assessment of
novelty are correctly used

All prior art clearly relevant tg
novelty is correctly identifie@

Q
&
Xo)

consigtehtly
‘Se@rior art relevant to

‘}hQ elty is correctly identified

(

Some prior art relevant to
novelty is correctly identified

Scope of answer

Novelty of all claims is assessed

Novelt ‘mged claims is
i

Novelty is assessed for some
claims

Novelty is assessed for one
claims

Reasoning

Novelty is assessed using claim
construction.

Construction is applied
consistently for all claims usin
relevant principles.

Full reasoning is provide

the presence or abse
feature is not immedgi

apparent by refere .
Implicit/inher \Lﬁclosures are

identified. a

ely identified

%)

N @ is assessed using
q‘ construction.
Construction is applied
consistently for all claims using

relevant principles.

Reasoning is provided for the
most significant features

Novelty is assessed based
primarily on claim
construction.

Reasoning is provided for the
most significant features of
independent claims

Novelty assessment makes
some reference to claim
construction.

Some reasoning is provided.

13




Candidate does not come to
any conclusions on novelty that
are contradictory to adopted
construction

Candidate does not come to
any conclusions on novelty
that are fundamentally
contradictory to adopted
construction

Most findings on novelty
are consistent with
construction

4
- O
D

\\.(0'

ﬁiome findings on novelty
Nafe consistent with

construction

Amendments

Amendments to restore novelty
are considered

The impact of amendments is
considered. Different procedures
for making amendments to restore
novelty are identified and the most
appropriate is selected

Amendments to restore novelty
are considered.

At least one procedure for
making amendments to restore
novelty is identified

&>
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Novelty
Indicative Content

Date for assessing novelty: Filing Date

Prior Art: Doc D, Doc E

Ferrocase began developing Gastride Plus in “early” 2019.
Need to find out if this is before filing date. Was this public? If so, may be prior art.

Doc D Doc E A
1. A method of heat treating a | Present Present ~
steel component, comprising: | P11 L15-24 p. 13, 1. 2-3 O
heating the steel component Identify features Identify features consistent with constru n\df “elevated”
in a treatment atmosphere to | consistent with p. 13, 1. 8-10 %
an elevated temperature fora | construction exp||c|t temperature not g|Ven but
period of time sufficient to P11 1L15-24 e.g. “Carbonitriding is used pri to impart a hard, wear-resistant case layer, generally from
form a modified layer on the 0.08 to 0.8 mm deep.” p. 13,
surface of the steel
component;
wherein the treatment \ N
atmosphere comprises: A@
a carbon-containing gas Present Present
suitable for creating a carbon- | P11 L32-34 “gas carbunzm@mosphere p13,1.4

enriched layer on the surface
of the steel component; and

a nitrogen-containing gas
suitable for creating a
nitrogen enriched layer on the
surface of the steel

Not present (nitrogen
in endothermic gas is
not a nitrogen-
containing gas as

defined in the claig(\Qb

\\\
Pre

A nia, p. 13, II. 3-4

component.
Novel >\ © | Not Novel
2. A method as claimed in Present: u it Not Present (not enough information)
claim 1, wherein the elevated | temp. of ¢ No explicit temperature given. P13L7-8 refers to lower temperature than carburizing, but doc D

temperature is no more than
900 Celsius.

edon p.12, I.

same a% er limit
tem%f ange

suggests carburizing may be done up to 950 deg C (P12L6-7), so no unambiguous disclosure of
required range.

Novel

15




3. A method as claimed in
claim 1 or 2, wherein the
carbon-containing gas is
endothermic gas, and the
nitrogen-containing gas is
ammonia.

Not present
Endothermic gas but
no ammonia

Not Present
Ammonia p. 13, I. 3 but does not mention endothermic gas. Doc&g/s number of gases used

in carburizing p. 11, |. 30so not implicit
&\'

Novel

4. A method as claimed in
claim 3, wherein the
treatment atmosphere
contains up to 11% by
volume ammonia, the
balance being endothermic
gas.

Not present
No ammonia

Not present no mention of amount of ammonia iwsphere

OO

O

Novel Ak\
5. A method as claimed in \Y/
any preceding claim Q
comprising: A

heating the steel component
in the carbon-containing gas
at a temperature of 900 — 955
Celsius for a first period;

Present: 900-650
deg C disclosed on
p.12, 1. 6-7

Must be consistent
with claim 2 for this
reason

Not Present (not
No explicit tem

h information)
ure given. Doc D suggests 900-950 P12L6-7, but p. 13. Il. 7-8 says lower
temperatgr% ay be outside this range
Must be&q #iStent with claim 2 for this reason

£

introducing the nitrogen-
containing gas into the
treatment atmosphere; and

Not present
No nitrogen-
containing gas

N

P@sent: Ammonia
, . 3-5

heating the steel component

Not present

9|

Not present

in the treatment atmosphere No two-ste s | Temperature not explicit.

including the nitrogen- No mentio % 850 is lower than CGK carburizing temperature so possibly not present

containing gas at a temper%jt this Doc E mentions “lower processing temperature” but does not give details

temperature of about 850 level No mention of 2" period, “add nitrogen to the carburized surface case layer as it is being
Celsius for a second period. ‘\b produced” suggests single step

Amendments

amendment to improve novelty position. e.g. Amending claim 1 to a 2 stage process (p. 5, Il. 19-23) resolves these
ues but makes infringement position worse. Amendment to endothermic gas and ammonia (claim 3) gets novelty and

infringement.
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Section 4 — Inventive Step

QS

Level 4 (20-25 marks)

Level 3 (13-19 marks)

Level 2 (6-12 marks)

‘Level 1 (1-5 marks)

Response is wide ranging
and has a well-sustained
focus on the scenario

Response has a mainly
consistent focus on the
scenario

o
.\O
Response is basic a d@fy

focused on the tas

Limited response shows
minimal focus on the scenario

Key areas of law and practice

Relevant areas of law and

o~
Some relev ‘Qas of law

Some relevant law and

inventive step is correctly
identified; priority issues are
discussed

All prior art relevant to
inventive step is correctly
identified.

An appropriate document
representing the state of the
art is selected for each claim.

inventive step is correctly
identified

Prior art relevant to inventiao

step is identified with re g
An appropriate docu e§
representing the st the art
is selected for edchdssessed
’\O

(02

b

(

*

> is identified

are applied accurately practice are identified and and practi e identified practice is identified but
applied broadly but not s applied application is limited and/or
consigtehtly not relevant to the scenario
Identifying prior art Date(s) for the assessment of | Date(s) for the assessment of R relevant to inventive | Some relevant prior art is

considered

Scope of answer

Inventiveness of all claims is
assessed

*
Inventi \.sls of infringed

cIay’@s assessed

Inventiveness is assessed for
some claims

Inventiveness is assessed for
one claim

Overall reasoning

Inventive step is assessed
using claim construction Q

Inventive step is assessed
using relevant Pozzoli

principles

Reasoning is pro@for all
conclusions oA

@\tive step is assessed

uSing claim construction

) Inventive step is assessed
using relevant Pozzoli
principles
Reasoning is provided for main
conclusions

Inventive step is assessed
with some reference to claim
construction

Inventive step is assessed

with some reference to
relevant Pozzoli principles

&'J

@’Z}
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PSA

Suitable skilled person
identified for all claims, with
good reasoning

All relevant common general
knowledge of the skilled
person is identified, with
reasoning.

Suitable skilled person
identified for assessed claims.

Relevant common general
knowledge of the skilled person
is identified.

Suitable skilled person
identified for assessed
claims.

Some common gener.
knowledge of the shi
person is identifie@

%)

%,

ﬁg)me attempt is made to
Nidentify the skilled person.

Inventive Concept

A sensible inventive concept
is identified for each claim,
with good reasoning and
reference to the patent

An sensible inventive concept
is identified for each assessed
claim

An inventi %o}cept is
identifie&ach assessed

claiI&

Some attempt is made to
identify an inventive concept

Differences

All differences between the
inventive concept and prior
art representing the state of
the art are clearly identified.

Differences between the

s A\ 7
e differences between

\
inventive concept and prior aZE (bhe claims and the prior art

representing the state of th
are identified. A@

are identified.

Some attempt is made to
identify differences from the
prior art

Amendments

Amendments to restore
inventive step are
considered.

Impact of amendments is
considered.

Different procedures for
making amendments to
restore inventive step are
identified and the most
appropriate is selected

Q

Amendments to res e\e
inventive step are ered.

At least one pro@ure for
making ame @a ts to restore
inventive %ns identified.

Q
©

Q
\(\@6‘
O

%
Q&

@’Z}
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Inventive Step

Date for assessment of IS = Filing Date

AN

PSA = engineer skilled in heat treatment processes for use on steel

N\

CGK = Principles of gas carburizing P11L25-P12L11, (Doc C is not CGK despite age); Prior art = Doc. D, Doc. E O)."

Claim 1 \\ 2

Concept Give basis from patent e.g. Heat treat steel using carbon and nitrogen containing ga%\)allow use of lower temperatures and
reduce distortion P4L7-12 L\

State of the art Doc E O\

Difference As claimed: none. Description suggests 2 stage process but claim not limited @'E
OR: temp range Q
(Doc E does not explicitly mention 2 stage process) « O\

Obviousness e.g. If novel because of temperature range — this is known in the C(?Qh@refore not inventive

Claim 2 o\

Concept Provide carbonitrided case while maintaining carburization p. @.\1-3

State of the Art Doc E . Q

Difference Specific temperature limit (<900 Celsius) ,x\

Obviousness Doc E says “lower processing temperature” p. 13, J@U n comparison to carburization. Lower range for carburization is 900 C
from CGK (P12L6-7). Therefore <900 C is obwm

Claim 3

Concept Using ammonia and endothermic gas to pro@we’ hardening by carburizing and carbonitriding p. 5, II. 7 - 9

State of the art Doc E o

Difference Use of endothermic gas Aﬂv

Obviousness Obvious selection from CGK P11L38/31

Claim 4 A@ )

Concept To avoid decomposition of Much ammonia in gas and dilution of carburizing atmosphere P4L28-30

State of the art Doc E O

Difference Concentration of amps‘&Qﬁ not mentioned

Obviousness Claim is only an L@ﬂmit e.g. Doc E mentions lower temperature and shorter times. Nothing to suggest 11% limit is unusual but
no teaching ip Poc*E or CGK as to what amount of ammonia is used
Not obvious{

Claim 5 A\

Concept ‘ Prodw‘ek}rburized layer with a harder layer of carbon and nitrogen on top for use with low carbon steels p. 5, II. 7-9
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State of the art Doc E

Difference 2 stage process, change of atmosphere, change of temperature ,\Q‘

Obviousness CGK does not include knowledge of a 2 stage process, or the idea of producing two distinct Ia%\l_}ow carbon steels are
mentioned at P11L19-21 but for carburization only @,
Doc E mentions higher carbon content steel P13L22-24 ‘\’\,
Not obvious - "

Amendment

Any amendment to improve inventive step position. e.g. Amending claim 1toa2s rocess (p. 4, Il. 13-17) resolves these
issues but makes infringement position worse. Amendment to endothermic gas monia has no inventive step.
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